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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, see Page 8, lines 20-27, filed August 10, 2004, with 
respect to the rejection(s)of claim(s) 1-16 have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of newly found prior art 
reference. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Steinberg (U.S. Patent 5,862,218). 

Regarding claim 1, Steinberg discloses in Fig. 3 a method for generating 
and distributing a digital photographic proof, and the method comprising the 
steps of: generating an altered image by altering original image data to produce 
altered image data (col. 5, lines 49-56); storing the altered image data in an 
electric file (col. 5, line 66 - col. 6, line 3); storing encrypted instructions in the file 
with the altered image data, the instructions describing a method for reversing an 
alteration method utilized to alter the original image to produce the altered image 
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data; producing a digital photographic proof utilizing the file by displaying the 
altered image, wherein all users are permitted to view the altered image (col. 5, 
line 66 - col. 6, line 3; col. 4, lines 39-42); and permitting only authorized users to 
utilize the encrypted instructions to reproduce the original image from the altered 
image data, wherein only authorized users may produce the original image, and 
further wherein the single electronic file is utilized to both produce a digital 
photographic proof and to reproduce the original image (col. 4, lines 42-44; only 
authorized users know the password; col. 5, line 66 - col. 6, line 3). 

Regarding claim 9, this is an apparatus claim corresponding to the method 
claim 1 . Therefore, claim 9 is analyzed and rejected as previously discussed with 
respect to claim 1. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2-8 and 10-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Steinberg as applied to claim 1 above, and further in view of Wilkins et al. (U.S. 
Patent Application Publication 2003/0231240). 

Regarding claim 2, Steinberg discloses the subject matter as discussed 
with respect to claim 1 and further discloses utilizing the decryption key to 
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decrypt the encrypted instructions, wherein only authorized users may decrypt 
the encrypted instructions (col. 4, lines 42-44; only authorized users know the 
password; col. 5, line 66 - col. 6, line 3). However, Steinberg fails to disclose that 
the method further comprises the steps of: providing a decryption key in 
response to a user purchasing a right to reproduce the original image from the 
altered image, wherein the user becomes an authorized user in response to the 
purchase. 

Referring to the Wilkins et al. reference, Wilkins et al. discloses a method 
for generating and distributing a photographic proof, comprising the steps of 
providing a decryption key in response to a user purchasing a right to reproduce 
the original image from the altered image, wherein the user becomes an 
authorized user in response to the purchase (paragraph [0045]). Although 
Wilkins et al. does not specifically state a decryption ke^it is inherent that one 
would gain access to one once the user purchases rights to the high-resolution 
digital photo in order to decrypt the encryption key that has been used to secure 
the image. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used the method of only letting 
authorized users to be the people who have purchased the right to the decryption 
key as taught by Wilkins et al. so that photographers have the right to their own 
images and can make a profit allowing others to copy and user their images. 
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Regarding claim 3, Steinberg in view of Wilkins et al. disclose all the 
subject matter as discussed with respect to claims 1 and 2 including that the 
method further comprises the step of capturing the original image utilizing a 
digital camera (Steinberg - Fig. 1 ; col. 5, lines 45-49). 

Regarding claim 4, Steinberg in view of Wilkins et al. disclose all the 
subject matter as discussed with respect to claims 1-3 including that the method 
further comprises the steps of: generating the instructions describing the method 
for reversing the alteration method (Steinberg: col. 4, lines 24-30 and 39-44); 
encrypting the instructions (Steinberg: col. 4, lines 24-30); appending the 
encrypted instructions to the altered image data (Steinberg: col. 4, lines 24-30); 
col. 5, line 66 - col. 6, line 3); and storing the encrypted instructions and the 
altered image together in the file (Steinberg: col. 5, line 66 - col. 6, line 3). 

Regarding claim 5, Steinberg in view of Wilkins et al. disclose all the 
subject matter as discussed with respect to claims 1-3 including that the method 
further comprises the step of storing original image data outside of the camera 
(Steinberg: image data is stored on a floppy diskette), the original image data 
required in order to reproduce the original image (Steinberg: col. 4, lines 39-44). 

Regarding claim 6, Steinberg in view of Wilkins et al. disclose all the 
subject matter as discussed with respect to claims 1-3 and 5 including that the 
method further comprises the steps of: selecting the alteration method to use to 
alter the original image data (Steinberg: col. 4, lines 31-38; col. 5, lines 40-45); 
altering the original image data to produce the altered image data (Steinberg: col. 
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5, lines 49-52); and storing the altered image data in the electronic file 
(Steinberg: col. 5, line 66 - col. 6, line 3). 

Regarding claim 7, Steinberg in view of Wilkins et al. disclose all the 
subject matter as discussed with respect to claims 1-3, 5, and 6 including that the 
method further comprises the steps of: generating the instructions describing the 
method for reversing the alteration method (Steinberg: col. 4, lines 24-30 and 39- 
44); encrypting the instructions (Steinberg: col. 4, lines 24-30); appending the 
encrypted instructions to the altered image data (Steinberg: col. 4, lines 24-30); 
and storing the encrypted instructions and the altered image together in the file 
(Steinberg: col. 5, line 66 - col. 6, line 3). 

Regarding claim 8, Steinberg discloses all the subject matter as discussed 
with respect to claim 1 including that the method further comprises the step of 
distributing the digital photographic proof in a digital format utilizing a floppy 
diskette (col. 3, lines 52-54). However Steinberg fails to mention distributing the 
digital photographic proof to a potential buyer. 

Referring to the Wilkins et al. reference, Wilkins et al. discloses a method 
for generating and distributing a photographic proof, comprising the steps of 
providing a decryption key in response to a user purchasing a right to reproduce 
the original image from the altered image, wherein the user becomes an 
authorized user in response to the purchase (paragraph [0045]). Although 
Wilkins et al. does not specifically state a decryption key^it is inherent that one 
would gain access to one once the user purchases rights to the high-resolution 
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digital photo in order to decrypt the encryption key that has been used to secure 
the image. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used the method of only letting 
authorized users to be the people who have purchased the right to the decryption 
key as taught by Wilkins et al. so that photographers have the right to their own 
images and can make a profit allowing others to copy and user their images. 

Regarding claims 10-16, these are apparatus claims corresponding to the 
method claims 2-8. Therefore, claims 10-16 are analyzed and rejected as 
previously discussed with respect to claims 2-8. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Heather R Long whose telephone number is 703-305- 
0681 . The examiner can normally be reached on Mon. - Thurs.: 7:00 am - 4:30 pm, and 
every other Fri.: 7:00 am - 3:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
acting supervisor, Thai Tran can be reached on (703) 305-4725. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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